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Arecent decision in the 
case of Chocolaterie 
Guylian N.V. v Registrar 

of Trade Marks [2009] FcA 891 
provides guidance on whether 
a shape mark is inherently 
capable of distinguishing an 
applicant’s goods and, if not, 
what evidence is required 
to show that the trade mark 
has become capable of 
distinguishing through use.

Shapes have been capable of 
registration as trade marks under 
the Trade Marks Act 1995 (Cth) (the 
Act), since 1 January 1996. They 
are assessed using the same criteria 
applicable to other trade marks. 

Guylian is a Belgian manufacturer 
of boxed chocolates that are sold 
worldwide. It is renowned for 
its sea shell range of chocolate 
pralines, which include an 
assortment of sea shells and 
other marine shapes – including a 
seahorse shape. 

In 2002, Guylian obtained 
international registration of its 
chocolate seahorse shape as 
a trade mark. Subsequently, 
in October 2002, it applied for 
registration of its chocolate 
seahorse shape as a trade mark 
in Australia.

The Registrar of Trade Marks 
refused to register Guylian’s 
seahorse shape mark on the 
basis that it was not capable of 
distinguishing Guylian’s goods 
within the meaning of s41(5) 
of the Act. Guylian appealed 

the Registrar’s decision to the 
Australian Federal Court. 

ThE DEcISIoN
The Court upheld the Registrar’s 
decision on the basis that, while   
the Guylian seahorse shape was,  
to some extent, inherently adapted 
to distinguish Guylian’s goods:
1.  It was not distinctive to the 

degree required by s41(3)  
of the Act.

2.  Guylian’s use of the seahorse 
shape, (in conjunction 
with that level of inherent 
distinctiveness) was not 
sufficient to satisfy s41(5).

The Court considered whether 
the claimed distinctive or unique 
features of Guylian’s seahorse 
shape were sufficient for it to be 
distinctive of Guylian’s goods. 
The Court decided that although 
the Guylian seahorse shape was 
stylised and had some distinctive 
features, the average consumer 
would see it as a relatively ordinary 
representation of a seahorse, 
leading to a real possibility of 
confusion between Guylian’s shape 
and any other seahorse shape.

The Court also decided that as 
the evidence showed that sea shell 
shaped chocolates were being 
sold by other traders from at least 
the mid-1990s, it was reasonable 
to expect that as at the filing date 
of Guylian’s application, other 
(legitimately motivated) traders 
might wish to make chocolates in 

What does it take 
to recognise 
a shape
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As a recent case 
demonstrates, the 
‘grace period’ for 

divisional patent applications 
is activated by the filing date 
of the parent application.

In Mont Adventure Pty Ltd v 
Phoenix Leisure Group Pty Ltd 
[2009] FCFCA 84, an appeal 
panel of three Australian Federal 
Court judges overturned an earlier 
decision by a single judge and ruled 
that a divisional patent application 
is protected by the same 12-month 
‘grace period’ that protects the 
parent application.

In 2005, Mont-Adventure Pty 
Ltd (Mont) filed a first application 
in respect to a travel pack. In 
2006, Mont filed a further divisional 
innovation patent application 
based on the earlier filed parent 
application. Mont subsequently 
had the patent certified and sued 
Phoenix Leisure Group Pty Ltd 
(Phoenix) for infringement.

In defence, Phoenix cross-
claimed the patent was invalid for 
lack of novelty. In support, Phoenix 
alleged Mont had disclosed the 
invention prior to filing the divisional 
application by offering its ‘Astro 65’ 
and ‘Astro 80’ model travel packs 
for sale in 2004.

At trial, Mont admitted this 
disclosure but argued the patent 
was protected by the 12-month 
‘grace period’ for disclosures of 
an invention by the owner of the 
patent. However, this argument 
was rejected. The trial judge’s 
interpretation of the relevant 
provisions was that the ‘grace 
period’ is calculated based on 
the filing date of the divisional 
application, which in this case was 
after the disclosure, due to offering 
to sell the travel packs. As a result, 
the judge held the patent invalid.

A consequence of this 
decision was that some divisional 

applications already filed would be 
invalid and parties who intended 
to rely on the ‘grace period’ would 
be severely curtailed in their ability 
to file divisional applications. 
Accordingly, the Australian Institute 
of Patent and Trade Mark Attorneys 
sought leave to intervene as an 
amicus in support of Mont.

In allowing the appeal, the 
Australian Full Federal Court 
unanimously disagreed with the  
trial judge and ruled that the patent 
was valid. In separate judgments, 
the judges ruled that the ‘grace 
period’ should be interpreted as 
being activated by the filing date 
of the parent application and thus 
extended to before the disclosure 
of the travel packs. The appeal 
decision brings relief and clarification 
to patent applicants and owners 
relying on the ‘grace period’. 

For further information, contact: 
Nick Mountford, Principal,  
nick.mountford@ 
griffithhack.com.au
Malcolm Peh, Patent Attorney, 
malcolm.peh@ 
griffithhack.com.au

grace
period
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the shape of a seahorse as part 
of a marine themed range. 

Accordingly, the Court held 
that while the Guylian seahorse 
shape was to some extent 
distinctive, on the basis of shape 
alone, it was not distinctive to 
the extent required by s41(3).

EvIDENcE oF uSE 
In these circumstances, for 
its seahorse shape to be 
registrable under s41(5), Guylian 
had to satisfy the Court that 
as a result of the use that it 
had made of the seahorse 
shape, coupled with the 
shape’s inherent adaptation 
to distinguish, the Guylian 
seahorse shape did (or would) 
distinguish its goods. 

Guylian relied on evidence 
that it had been marketing, 
advertising and selling its sea 
shell range of chocolates, 
including the seahorse shape, 
widely throughout Australia 
since 1980. It also relied on 
evidence in the form of an 
online market survey. 

However, the Court did 
not accept that Guylian’s use 
of the seahorse shape was 
sufficient to educate the public 
to recognise and treat the 
shape as an indication of origin 
of its goods. The Court held 

that Guylian’s use of the chocolate 
shaped seahorse was descriptive 
as it provided an example of the 
contents. It also held that  
Guylian’s use of its word mark(s)  
on the packaging of its chocolates  
(in conjunction with the seahorse 
shape) had the effect of diluting any 
trade mark significance which the 
shape might otherwise have had. 

Finally, the Court held that while 
the survey evidence provided by 
Guylian demonstrated a large 
degree of public recognition and 
association of the (seahorse) 
shape with Guylian, it did not show 
that consumers understood the 
seahorse shape to be an indicator 
of the origin of the goods.

In these circumstances, the 
Court concluded that the Guylian 
seahorse shape did not (and would 
not) distinguish the chocolates as 
being from Guylian and dismissed 
Guylian’s appeal against the 
Registrar’s decision. 

For further information, contact:
Andrew goatcher, Principal, 
andrew.goatcher@ 
griffithhack.com.au
Nicola Scheepers, Principal, 
nicola.scheepers@ 
griffithhack.com.au 
Tara Parkes, Trade Marks 
Professional, tara.parkes@
griffithhack.com.au

WhAT you NEED To kNoW
✦		A	shape	trade	mark	is	more	likely	to	be	registrable	if	it	is	

entirely	imaginary,	or	is	merely	suggestive	of	an	object	or	a	
concept	–	particularly	if	there	is	evidence	that	other	traders	
are	likely	to	want	to	use	that	object	or	concept.

✦		Use	of	a	shape	trade	mark	in	conjunction	with	other	trade	
marks	may	be	found	to	dilute	the	trade	mark	significance	
which	that	shape	may	otherwise	have.

✦		A	mere	recognition	or	association	of	the	shape	with	the	trader	
will	not	be	enough.	Members	of	the	public	must	not	only	
recognise	the	shape,	but	must	treat	it	as	a	trade	mark.

✦	The	Courts	still	view	survey	evidence	with	some	scepticism.
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on the 
lookout

generic companies 
seeking to market 
generic pharmaceutical 

products must have their 
‘eyes wide open’ to the risk of 
interlocutory injunctions and 
actively monitor the patent 
position of the intended product.

Justice Sundberg1 and Justice 
Jagot2 of the Federal Court of 
Australia each granted Wyeth, 
a pharmaceutical company, an 
interlocutory injunction to restrain 
the generic company from launching 
a generic formulation of venlafaxine 
hydrochloride in the case of Sigma 
Pharmaceuticals (Australia) Pty Ltd 
v Wyeth [2009] FCA 595 and in 
Alphapharm Pty Ltd v Wyeth [2009] 
FCA 945 respectively.

Wyeth owns a range of 
patents relating to the compound 
venlafaxine. Venlafaxine is a selective 
noradrenaline uptake inhibitor 
and the leading anti-depressant 
in Australia, both in terms of units 
sold and value of sales. Wyeth’s 
patent for the compound expired in 
December 2008, but it has a patent 
(the Patent) for a method of treating 
patients by providing a single daily 
dose of venlafaxine hydrochloride 
– an extended release (ER) dose 
– which expires in March 2017. 

Sigma and Alphapharm 
obtained registration on the 
Australian Register of Therapeutic 
Goods (ARTG) for a generic ER 
venlafaxine hydrochloride product 
in early March 2009 and late April 
2009 respectively. According to 
their evidence, neither Sigma nor 
Alphapharm had been aware 
of the Patent until March 2009. 
Soon after becoming aware of the 
Patent, each party commenced a 
separate revocation proceeding, 
alleging the patent to be invalid on 
a number of grounds.

Sigma and Alphapharm had 
each begun marketing the 

generic venlafaxine hydrochloride 
in Australia and taken steps to 
commence selling, prior to Wyeth’s 
application for an interlocutory 
injunction. Both Sigma and 
Alphapharm provided a number of 
undertakings, including:
✦  Not to list on the Pharmaceutical 

Benefits Scheme (PBS) (to avoid 
triggering an automatic 12.5% 
price decrease on the listed price 
of Wyeth’s product).

✦  To maintain full and accurate 
accounts and records of sales of 
the generic product.

✦  To retain proceeds from sales 
in a separate account, without 
disbursement.

✦  Not to ‘bundle’ venlafaxine 
hydrochloride with other products.

In each case, the Judge determined 
there was a serious question to be 
tried on the issue of infringement. 

The Judge also decided there 
was a prima facie case that the 
Patent was invalid, on the grounds 
of obviousness, lack of manner of 
manufacture and, in the Alphapharm 
proceeding, that the Patent was 
obtained by false suggestion. 

Despite the prima facie case on 
invalidity, the Court in both cases 
went on to consider whether 
Wyeth would suffer irreparable 
harm if the injunction was not 
granted, and where the balance 
of convenience lies. The parties in 
each case led similar evidence on 
the question of irreparable harm 
and whether any damage to Wyeth 
would be quantifiable.

Both Sigma and Alphapharm 
argued that since the PBS pricing 
would not be affected, any loss of 
sales of Wyeth’s product would 
translate directly into sales of 
the generic product, such that 
any loss by Wyeth was readily 
quantifiable. Alphapharm raised 
an additional argument that 

suggested Wyeth was engaged 
in a plan to divert sales away 
from its venlafaxine hydrochloride 
product to its new anti-depressant 
product, desvenlafaxine (an active 
metabolite of venlafaxine).

However, both Justice Sundberg 
and Justice Jagot accepted 
Wyeth’s evidence that the generic 
product would rapidly take market 
share from Wyeth and would cause 
‘considerable and irreparable harm 
to Wyeth’s business’. Further, 
Wyeth successfully argued that any 
loss would be difficult to quantify 
due to the nature of the anti-
depressant market, which is highly 
competitive and changeable. 

Finally, it was likely that other 
generics would enter the market  

so that quantification of loss would 
be impossible. In both cases, the 
Court determined that if the status 
quo was not maintained until 
trial, Wyeth would never be able 
to recoup its current position if 
ultimately successful at trial. 

The Court found that the 
balance of convenience favours 
the grant of an injunction in both 
cases. The generic company had 
only just commenced trading, 
while Wyeth had an established 
trade and would therefore likely 
suffer more as a result of the 
disturbance of the status quo. The 
generic company was not assisted 
by the fact that it had become 

WhAT you NEED To kNoW
These	two	recent	decisions	of	the	Federal	Court	of	Australia,	
relating	to	the	same	pharmaceutical	patent,	make	it	clear	that	
the	Court	is	increasingly	placing	importance	on	maintaining	
the	status	quo	in	determining	whether	to	grant	interlocutory	
injunctions.	In	particular,	the	Court	is	focusing	on	whether	the	
generic	company	is	entering	the	market	with	its	‘eyes	wide	open’	
to	the	risk	of	an	interlocutory	injunction.	Accordingly,	generic	
companies	need	to	actively	monitor	the	patent	position	in	
respect	of	any	product	that	they	intend	to	launch	in	Australia	and	
take	action	to	clear	the	path,	where	necessary,	well	in	advance	
of	the	proposed	launch.

» Continued on page 05
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the art 
of science

keeping a close eye 
on their intellectual 
property (IP) helps this 

Australian biotech company stay 
one step ahead of the pack.

“Oh, it’s been a fairly long 
journey,” says Dr Simon Tucker 
when asked how leading anti-
infective drug development 
company Biota got to be where it 
is today. Dr Tucker, currently the 
VP of research, has been with 
the Melbourne-based biotech 
company for more than a decade 
and manages – among other 
things – the business’s IP. 

“Biota originated back in the 
mid-1980s. Listed on the stock 
exchange in 1985, it came about 
as the result of a number of  
parties being interested in investing 
in Australian research,” explains  
Dr Tucker. “Its first investment was 
the research that was coming out 
of the CSIRO on neuraminidase 
crystal structure from the influenza 
virus, of which was the work of 
Dr Peter Coleman and others. 
And that’s what, through Biota’s 
investments in that work, led to the 
compound zanamivir.” 

Zanamivir (marketed as 
Relenza®), the first-in-class 
neuraminidase inhibitor for 
the treatment and prevention 
of influenza, is licensed to 
GlaxoSmithKline. Licensing this 
product, and the IP stemming from 
this, was a “seminal moment”.

“The company had a commitment 
in research and development (R&D) 
investment ever since day one,” 
says Dr Tucker, when asked for the 
driving force behind Biota’s growth. 
“We’ve continued that investment 
and as we’ve grown, our ability to 
fund the programs has increased.” 

This had been aided through 
the successful sales of Relenza®. 
“We’re quite proud of the fact that 
we’re very often the leaders, the 

innovators. Relenza® was the first 
[anti-influenza agent] to market in 
the world. We were also the first to 
market with an influenza diagnostic 
for influenza A and B. We are 
currently leading the world in the 
areas of other respiratory antivirals, 
so there’s a proud history of being 
at the front of the pack.” 

To maintain this position, IP is  
at the crux of Biota’s business.  
“It’s the IP and what it protects  
that is really the core asset that 
we’re generating.”

ThE coMPETITIvE EDgE
Despite the focus on protecting 
IP, Dr Tucker says it’s important to 
be open about success strategies. 
“The sector needs growth in itself. 
We are not necessarily competing 
with each other as Australian 
companies, we’re competing on  
a world stage,” says Dr Tucker. 
“One thing I would say is – and 
it’s been our mantra for quite a 
long time – focus. Stay close to 
the areas you’re good at, don’t 
leap into new therapeutic spaces 
without good reason. It’s extremely 
difficult to support a broad focus.”

So can the Australian 
marketplace hold its own in the 
international arena when it comes 
to R&D? “Our science base is  
good – what the sector as a  
whole lacks is the depth and 
breadth of knowledge in the 
pharmaceutical sector with respect 
to R&D. The quality of Australian 
graduates [is high], including their 
abilities to land good postdoctoral 
placements here and abroad. 
Later stage clinical ‘development’ 
research is done in Australia to a 
high level of quality too. 

“What we lack as a country 
is a significant number of 
pharmaceutical R&D employers 
and associated sources of training 
and recruits for people in the 

middle stages of pharmaceutical 
drug discovery.”

Despite these challenges, Biota 
has carefully assembled teams  
with this sort of expertise and 
Dr Tucker says their work is 
internationally recognised. “We 
have research work that is 
funded by our partners, who are 
major overseas pharmaceutical 
companies,” he says. “That 
wouldn’t be happening if they 
thought we weren’t leading edge.” 

ThE rIghT ADvIcE
For new players, Dr Tucker 
suggests two key points. The first is 
to get good advice; the second, to 
really understand your strategy.

“Spend time thinking about what 
it is you’re trying to achieve. There 
are some instances where it’s wise, 
for instance, to seek a patent or a 
trade mark [and] there are some 
instances where it’s not.”

And then, he says, it’s a matter 
of combining the two. “It’s sharing 
the vision with the experts, testing 
that vision and making sure that 
vision aligns with your company 
strategies,” he says. “There’s 
no point having an IP strategy if 
it doesn’t align with where your 
company wants to go! It’s got to 
align with your business objectives. 
But make sure your advisers 
understand exactly what it is you’re 
trying to achieve.”

And then – most importantly, he 
says – listen to them. 

“We have research 
work that is 
funded by our 
partners, who are 
major overseas 
pharmaceutical 
companies”

Profile » Biota
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»  ‘On the lookout’ article 
continued from page 03

aware of the Patent late and 
taken action quickly following the 
discovery of the Patent. The Court 
stated that the generic company 
should have more diligently 
conducted its own searches well in 
advance of its launch. 

The Court determined that the 
generic company in each case 
had persisted with its marketing 
after finding out about the Patent, 
entering the market with ‘its eyes 
wide open’. The decisions made 
were commercial ones, in full 
knowledge of a likely infringement 
claim and so the difficulties faced 
were of its own making.

PrIor DEcISIoNS
These two cases follow a line of 
recent decisions (Interpharma Pty 
Ltd v Commissioner of Patents, 
GenRx Pty Ltd v Sanofi Aventis and 
Merck & Co Inc v GenRx Pty Ltd), 
granting interlocutory injunctions 
in cases involving pharmaceutical 
patents. This appears to show that 
the Court is increasingly concerned 
to protect the status quo, to avoid 
the irreparable harm that the 
patentee argues will stem from any 
disturbance to the market. 

Accordingly, this trend needs 
to be taken into account by any 
generic pharmaceutical company 
planning to launch a generic 
version of a pharmaceutical 
product in Australia. 

1 Sigma Pharmaceuticals (Australia) Pty Ltd v 

Wyeth [2009] FCA 595. Griffith Hack acted 

for Sigma.
2 Alphapharm Pty Limited v Wyeth [2009] 945

For further information, contact: 
Wayne condon, Principal, 
wayne.condon@ 
griffithhack.com.au
Jacky Mandelbaum, Senior 
Associate, jacky.mandelbaum@
griffithhack.com.au

Above: Dr Simon Tucker, in the 
Biota laboratory

Photography: Estelle Judah

litigation » Interlocutory injunctions
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A WINNINg SAFETy DEvIcE

When Imogen Mirmikidis discovered the seat belt that secured her son’s 
child restraint had become detached she was horrified. After learning 
friends and families had experienced the same thing, she realised it was 
only a matter of time before tragedy would follow. A former occupational 
therapist, Imogen set to work developing a safety device which prevents 
the release button of a seat belt from being unintentionally depressed, but 
which can be quickly removed from the seat belt in an emergency situation 
where it is necessary to release the seat belt immediately.

In recognition of the need for improved child safety, Imogen’s safety 
device has been the recipient of multiple awards. In 2008 she was the 
winner of the Insurance Commission of Western Australia Safe Vehicles 
2008 Road Safety Awards, and voted the Best Product in the Fifth  
Semi-Annual Great Down Under Nappy Hunt. She has also been awarded 
runner-up in the inaugural West Australian Consumer Protection Awards  
for Child Safety. Imogen is currently a finalist in the 2009 Inaugural 
Women’s Weekly Product of the Year Awards.

To deter imitators, she acknowledged that she would need to protect 
her innovation and intellectual property. Currently, Imogen has several 
pending patents in the pipeline for her child safety device. The product has 
been marketed under the HURPHY DURPHY trade mark, which has also 
been registered in Australia and internationally to protect the brand used to 
distinguish this award-winning product from those of its competitors.

For further information, contact: Dr Mary Turonek,  
Senior Associate, mary.turonek@griffithhack.com.au

INNovATIoN hIgh FlyErS

Griffith Hack was the proud gold sponsor of the recent 2009 Curtin 
Commercial Innovation Awards. The annual competition is open to staff 
and students of Curtin University of Technology – a Griffith Hack client – in 
relation to new, commercially relevant technologies, products or services 
drawn from their work or study. Applicants must demonstrate their 
technologies are novel, provide a competitive advantage, have market 
potential, and that they have achieved an initial proof of concept. This 
year’s competition attracted 27 applications from multiple disciplines.

The 2009 award went to Professor Robert Amin and co-inventor Associate 
Professor Ahmed Barifcani for their efficient- and cost-effective process of 
removing hydrogen sulphide and carbon dioxide from natural gas streams, 
resulting in a minimal loss of hydrocarbons in the separation process. 

Second place was awarded to Professor Svetha Venkatesh for her 
statistically-based abnormality detection system which may be used for 
real-time detection of potentially dangerous behaviour in public places in 
the presence of large numbers of people. 

Dr Qin Li was awarded a commendation prize for a new nanofabrication 
method for preparing light-emitting carbon dots. 

For further information, contact: Dr Mary Turonek,  
Senior Associate, mary.turonek@griffithhack.com.au

hErE coMES ThE SuN

Never let it be said that hard work and persistence goes 
unrewarded. Robert Vancina is the latest example, having won 
a prestigious Energy Globe Award in recognition of developing a 
high efficiency clean energy source – a hydrogen-oxygen plasma 
electrolysis (HOPE) cell.

Robert’s work has come a long way since establishing a  
bench-top HOPE cell prototype in his garage. After being presented 
with the Energy Globe Award in April this year, Robert appeared 
with his HOPE cell on the ABC television programme, The New 
Inventors, on 6 May 2009. Since then, he has established a 
website and set up a company, Hope Cell Technologies Pty Ltd, to 
commercialise his invention. Robert recently completed pre-seed 
initial investment in a capital raising programme. 

According to Energy Globe, the awards “recognise projects from 
all over the world that conserve our resources, such as energy and 
water, or that utilise renewable or emission-free forms of energy”. 
Many of the projects submitted from 111 countries are funded by 
governments or aid organisations to make energy available for 
basic human needs in developing regions of the world. A smaller 
number of projects compete for recognition of technical advances. 
It is testament to Robert’s success that his self-funded project for 
a cleaner source of energy prevailed over other government and 
university-funded energy technology projects.  

Griffith Hack assists Robert in protecting intellectual property 
associated with the HOPE cell technology and appreciates the 
opportunity to be involved with Robert and his technology.  
Griffith Hack would like to congratulate Robert for winning a 
National Energy Globe Award.

Please visit www.griffithhack.com.au to read the full article on the 
HOPE cell Energy Globe Award.

For further information, contact: hope cell Technologies,  
www.hopecell.com or info@hopecell.com 
Nick hunter, Senior Associate,  
nick.hunter@griffithhack.com.au

griffith hack clients » Award recognition
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Inventions made (and patents obtained) by academic researchers during 
the course of their employment by a university, even using university 
resources and equipment, will not automatically be owned by the 
university. This principle was confirmed by the Full Federal Court, which 
unanimously upheld the first instance decision of Justice French, in the 
case of University of Western Australia v Gray [2009] FCAFC 116.

See www.griffithhack.com.au to read the full article, which also 
discusses the first instance decision of Justice French in this case.

couP For AcADEMIc 
rESEArchErS 

Devita Pathi, an Associate in the Law Group, has been awarded the 
2009 Intellectual Property (IP) Society of Australia and New Zealand 
(IPSANZ) prize for her article entitled The Copyright/Design Overlap 
– will it ever come into fashion? A discussion of the current trend in 
the law in Australia and New Zealand.

Every year, IPSANZ offers a competition to all its members 
throughout Australia and New Zealand. The competition requires 
entrants to submit an article of no longer than 10,000 words on  
an IP topic of the author’s choice. The prize for the winning  
entrant comprises a monetary award, complimentary attendance 
at the IPSANZ conference, which was recently held in Auckland, 
New Zealand, and the entrant’s article is published in the quarterly 
IPSANZ journal, IP Forum. 

This year’s competition judge was Dr John Emmerson, QC, one 
of the most distinguished IP QC’s in Australia. 

The interaction between copyright and design laws is complex 
and the position of the law varies between jurisdictions. This poses 
problems for businesses seeking to export their goods to different 
countries, particularly those in the fashion industry where copyright 
and design laws are paramount to protecting their IP rights. Devita’s 
article discussed the development of the law in the two countries, 
focusing on the problems faced by the fashion industry as a result of 
the current state of the law.

“I am honoured to be the recipient of the 2009 IPSANZ prize,” 
says Devita. “I chose to write my essay on a topic that is of 
personal interest to me and of economic importance to the  
fashion industry. It is very satisfying to have my hard work 
recognised in this manner and to be able to represent Griffith Hack. 
The conference in New Zealand was a tremendous opportunity  
with internationally renowned speakers presenting on a range of  
IP related topics.”

Wayne Condon, speaking on behalf of the National Law Group, 
said it was proud and delighted that Devita’s hard work had been 
recognised and rewarded in this way. Congratulations to Devita on 
winning this prestigious competition.

ToP hoNour For ASSocIATE’S 
coPyrIghT & DESIgN ArTIclE

IP Australia, which administers the Australian Trade Mark Registration 
system, has issued a warning to owners of trade marks in Australia 
regarding unsolicited letters from a company known as ‘TMP’. The letters 
include an invoice of approximately $1500 (per trade mark) to publish the 
trade mark owner’s trade mark details on the TMP website, an unofficial 
trade mark search website with no association with IP Australia. The 
invoice includes a Sydney street address for TMP.

TMP is not associated with IP Australia and has no official or 
government authority. The service they offer does not affect official trade 
mark registration or trade mark rights in Australia. TMP’s request is bogus 
and you are therefore advised not to pay the fee.

Furthermore, before paying a fee for any IP related service from an entity 
that you have not instructed to act for you, please be sure to check the  
bona fides of the service provider to avoid being deceived.

See www.ipaustralia.gov.au for more information relating to the 
risks of unsolicited IP services.

WArNINg To All  
TrADE MArk oWNErS

chrISTMAS cloSurE DATES

Please be advised that Griffith Hack will not be open on the following 
public holiday days over the Christmas and New Year period.
✦ Friday 25 December 2009: Christmas Day (all offices)
✦  Monday 28 December 2009: Boxing Day (in lieu of Saturday  

26 December – all offices)
✦ Friday 1 January 2010: New Year’s Day (all offices)
✦ Tuesday 29 December 2009: NSW Picnic Day (Sydney office only)

IP Australia will be open up to and including Thursday 24 December 
and re-open on Monday 4 January 2010.

The latest » Griffith Hack news
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Melbourne 
Level 3, 509 St Kilda Road 
Melbourne VIC 3004 
Phone: +61 3 9243 8300 
Fax: +61 3 9243 8333 
Email: ghmelb@griffithhack.com.au

Sydney 
Level 29, Northpoint, 100 Miller Street 
North Sydney NSW 2060 
Phone: +61 2 9925 5900 
Fax: +61 2 9925 5911 
Email: ghsyd@griffithhack.com.au 

Brisbane 
Level 10, 167 Eagle Street 
Brisbane QLD 4001 
Phone: +61 7 3221 7200 
Fax: +61 7 3221 1245 
Email: ghbris@griffithhack.com.au

Perth 
Level 19, 109 St Georges Terrace 
Perth WA 6000 
Phone: +61 8 9213 8300 
Fax: +61 8 9213 8333 
Email: ghperth@griffithhack.com.au

The Griffith Hack Group includes Griffith Hack Patent and 
Trade Mark Attorneys and Griffith Hack Lawyers, who 
specialise in intellectual property and information  
technology law.

The Griffith Hack Group is associated with CPA Global Limited 
renewal service and Trade Marks Directory Service. 

No reader should act on the basis of any matter contained in 
this publication without first obtaining specific professional 
advice. Where applicable, liability is limited by the NSW 
Solicitors Scheme under the Professional Standards Act 1994 
(NSW), and other relevant state legislation.

This publication is intended to provide a summary of the 
subject matter covered. It does not purport to be 
comprehensive or to render legal advice. 

Information correct as at 2 November 2009.

Breakthrough is printed with soy-based inks on recycled paper.

FroM ThE clEAN 
& SuSTAINAblE 
TEchNologIES grouP
www.cleanip.com.au

lessons from hybrid car innovation for clean technologies
http://tiny.cc/cqbIF
A new report from Griffith Hack warns Australian companies and 
developers to think carefully about how they protect their ideas, 
following analysis of global patents in the expanding global car market.

Intellectual property and renewable energy technologies
http://tinyurl.com/mrvk7k
A new report by Chatham House discusses climate change mitigation 
technologies and intellectual property. Measures should be introduced 
to fasten the process of technology development and diffusion.

Patent-based technology analysis report 
http://tinyurl.com/lydl9u
The World Intellectual Property Organisation (WIPO) has released 
the Alternative Energy Technology report, based on patent data, and 
discusses which nations are strongest in the various technologies.

Free pollution permits a wasted opportunity 
http://tinyurl.com/la54xn
Ross Garnaut says free pollution permits will undermine Australian 
innovation in renewable energy technologies.

CLEAN 
AN

D 
SU

STA
INABLE TECHNOLOGIES GROUPTAx oFFSET To booST r&D

The Australian Federal Government is part way through a consultation 
process regarding major changes to the existing research and 
development (R&D) tax concession. The proposed changes include 
replacing the existing 125% (175% in some circumstances) tax offset 
concession with a two-part arrangement:
✦  A 45% refundable tax credit (the equivalent to a 150% tax deduction) 

will be provided to small firms with a turnover of less than $20 million 
per annum.

✦  A 40% non-refundable tax credit (the equivalent of a 133% tax 
deduction) will be provided to firms with a turnover of $20 million or 
more per annum.

As an interim measure, the Federal Government has doubled the  
R&D expenditure cap for companies claiming the R&D tax offset from  
$1 million to $2 million per annum. 

The R&D tax offset is available to companies whose R&D expenditure 
exceeds $20,000, but whose grouped expenditure on R&D is not more 
than $2 million per year, and who have an annual group turnover of less 
than $5 million.

Will these changes impact on your business and its research and 
development program? If so, the Federal Government is inviting  
affected parties to public consultations throughout Australia. See 
www.ausindustry.gov.au for details.

NETWork PATENT ANAlyTIcS

It is increasingly recognised that patent data can be a valuable source  
of technology and business intelligence. Griffith Hack recently  
partnered with business analytics consultants Optimice to introduce 
Network Patent Analytics into Australia and elsewhere. 

Network Patent Analytics uses patent citation data, and other data that 
link patents together, to build networks of identified patents. Just like human 
networks, the patents that sit in the centre of these networks are assumed 
to be the most important, and are assigned a high patent ranking. Network 
Patent Analytics can also easily separate patents in technology clusters to 
help define distinctive technologies, and can provide a relative ranking of 
different patent owners, inventors, technology classes, and so forth.

Network Patent Analytics can be used to help patent owners objectively 
understand the value of their own patent and their competitors’ patents, 
explore new technology areas and help identify unknown infringement risks.

For further information, contact: Mike lloyd, IP Management 
consultant, mike.lloyd@griffithhack.com.au or Dr george Mokdsi, 
Information Services Manager, george.mokdsi@griffithhack.com.au

Griffith Hack’s Green team recently engaged Carbon Systems Australia 
to undertake a baseline carbon footprint audit of all offices. The report 
measured emissions from electricity, air travel, paper use, couriers and 
waste, and was undertaken for voluntary disclosure purposes.

The audit (from July 2007 to June 2008) found that the total carbon 
footprint of Griffith Hack’s operations was 1,175 tonnes of carbon 
dioxide equivalent during the period measured. We were informed 
that Griffith Hack has a very low carbon footprint relative to similar 
organisations, however, we are focused on achieving even lower 
emissions. We have instigated a number of environmental projects and 
will be communicating additional initiatives in the coming months. 

A copy of our Carbon Audit will be available shortly on 
 www.griffithhack.com.au 

Please email michael.rowlands@griffithhack.com.au for a copy.

rEDucINg our IMPAcT
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